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REMARKS/ARGUMENTS 

Applicants wish to thank the Examiner for marking the Office Action to ackrowledge, both, 
the claim to §1 19 priority based on SI 9800058 and receipt of the certified copy. 

Claims 43-63 are presented hereby in place of claims 21-42, canceled hereby without 
prejudice or disclaimer. 

Presented claim 43 corresponds to claim 30, i.e., dependent claim 30 in< orporated into 
independent claim 2 1 . Presented claims 44-63 correspond to claims 22-29 and 3 1^ 2 T respectively 
revised to depend directly or indirectly on claim presented claim 43. Present claims 60. 61, and 62, 
farther, revise claim 39, 40, and 41, respectively, in order to more clearly define th t invention. 

As an initial matter, the Office Action evidences error in claim construction . Specifically, 
it is alleged in the Office Action that claims 39-4 1 do not include the limitations of f tie claims from 
they (directly and indirectly) depend, i.e.: "The claims [39-41] are considered to t-e directed to a 
housing, an end fitting, and a collecting element of general applicability" (Office „ Action page 6). 
This allegation is, of course, incorrect: "A claim in dependent form shall be construe-; I to incorporate 
by reference all the limitations of the claim to which it refers. 11 35 USC 112, paragraph 4. The 
Examiner is not free to igr.ore the statutory requirements forclaim interpretation. Cla ms 39-41 must 
t>e construed to Insult, "a" of the limitations" of the claims from which they depei d, directly and 
indirectly. 35 USC 1 12, ';{4. 

While the aforesaid allegation and, therefore, the manner of interpreting cla? ns 39-41 as set 
forth in the Office Action are incorrect, changes in claim language are reflected in corresponding 
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replacement claims 60-62, which represent more typical U.S. patent practice format Additionally, 
presented claim 62 recites that the components A and B and the collecting elc ments form a 
concentric assembly, as described in the present specification (page 12, last paragraph). 

By the instant Amendment all of the pending claims (claims 43-63) are United to subject 
matter of claim 30; i.e., present claim 43, upon which all of the remaining (pending) claims are 
dependent, represents claim 30 written as an independent claim. Therefore, all but one of the six 
rejections of record are rendered moot by the instant Amendment, 

Claim 30 (represented by present claim 43) is not among the claims rejected by five of the 
six rejections set forth in the Office Action: (1) the rejection under 35 USC 102(b) based on each 
of Saxena and Li tie, (2) the rejection under 35 USC 103(a) based on each of Saxena t nd Litle, (3+4) 
the two rejections under § 103(a) based on the combined teachings of Josic, Frechct, Afeyan, and 
Litle, and (5) the rejection under § 103 based on the combined teachings of Josic r Frechet, Utile, 
Afeyan, and Saxena. All of the presented claims contain the subject matter of claim 3D, as explained 
above. As such, the aforesaid rejections of record under § 102(b) and § 103 (a), lone of which 
rejected claim 30, are not applicable against the present claims and, thus, are render ;d moot by the 
instant amendment. 

The only rejection -ipplieri ujrainst claim 30 is die rejection under "5 USC 133(a) based on 
the combined teachings of Josic, Frechet, and Afeyan, As explained, below, the rej :ction of claim 
30 cannot be sustained and, as such, is not applicable agamst presented claims 43-< 3. 
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To establish prima facie obviousness of a claimed invention, all the claim li mitations must 
be taught or suggested by the prior art. In re Royka, 490 F.2d 981, ISO USPQ 580 (CCPA 1974), 
"All words in a claim must be considered in judging the patentability of that claim against the prior 
art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). When conducting an 
obviousness analysis, "'all limitations of a claim must be considered in determine lg the claimed 
subject matter as is referred to in 35 U.S.C, 103 and it is error to ignore specfic limitations 
distinguishing over the [prior art] reference." Ex parte Murphy, 217 USPQ 479, 48 . (PO Bd. App. 
1982). 

Josic, figure 3, shows an arrangement of three concentric cylindrical structures, i.e., aporous 
(separating-matrix) tube 2, sandwiched between inner, sample collector 1 and outer, sample 
distributor 3 (Josic, page 5, 4 th % and page 13, I s ' full D). 

According to the statement of rejection, the porous tube 2 in Josic Fig. 3 fully meets claim 30 
(i.e., the subject matter of present generic claim 43) except r, in reciting use o:' two [porous] 
components and use of a multimodal pore size distribution ,T (Office Action page 2). En other words, 
Josic is alleged to differ from claim 30 (and present claim 43) as follows; 



§ 103(a) rejection 


Claim 30 - 


"poious . tube" 


Josic Fig 3 - "porous tube T 


. . . at lea>r two 


-concentrically 


a single-component tube 


arranged lubt -l 


ike components 
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§ 103(a) rejection 


Claim 30 - "porous . . . tube" 


Josic Fig. 3 - "porous tube 2" 


, , . components comprise a uniform 
multimodaVpore size distribution 


No disclosure of pore size or pot s 
distribution. 



The two features of claim 30 missing from Josic allegedly would have been obvious 
modifications of the reference. According to the statement of rejection, the mi:. sing multiple- 
component ("at least two") structure allegedly would have been an obvious modifica tion of Josic in 
view of the teachings of Frechet, and the missing multimodal pore size distribution e llegedly would 
have been an obvious modification of Josic in view of the teachings of Afeyan, Moi e precisely, the 
rejection maintains that (a) one skilled in the art would have been motivated to combine Josic and 
Frechet "because Frechet . . . (column 2, lines 22-34 and column 6, lines 7-25) discloses that it is 
advantageous to have steps of different chemical composition" and (b) one skilled i i the art would 
have been motivated to combine Josic and Afeyan because "Afeyan . . . (column 16 lines 3-18 and 
column 7 S lines 46-50) discloses that use of a multimodal pore structure in a membran s-like structure 
increases surface area" (Office Action, sentence bridging pages 2 and 3). 

Contrary to the aforesaid allegations, set forth in the statement of rejectior, the person of 
ordinary skill in the art would not have arrived at the invention of rejected cla m 30 (present 
claim 43) by combining the teachings of Josic, Frechet, and Afeyan. Moreover, howe ver, one skilled 
in fhf* sr* wonlH -not ha v<=» h^en motivated to combine the teachings of Josic, Frechet and Afeyan as 
alleged in the statement of rejection, m a manner that would have rendered claim 3C (or the present 
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claims) unpatentable under § 103(a). Moreover, even if combined as alleged, the cited references 
would not have rendered claim 30 (or the present claim) unpatentable under §103(0- 

The combined teachings of the cited references would not have rendered the presently 
claimed invention obvious under §103 (a) because the secondary references (Frechet a .id Afeyan) fail 
to cure the admittedly fatal deficiencies in the primary reference (Josic). 

Two passages of Frechet are relied on in the statement of rejection. Thi first passage 

(Frechet column 2, lines 22-34) reads (emphasis added): 

The continuous macroporous polymer plug of U.S. Pat. No. 5,334,310 is 
typically prepared as a homogeneously porous material that originates fr )m 
a single polymerization mixture. In other words, one plug contains only c me 
pore size distribution profile and only one composition and one type of 
functionality. In order to obtain different pore sizes and functionalities wit un 
one tube, a plurality of different plugs are used. Therefore, it would b* a 
substantial advantage to develop a process that can be used to product a 
single plug with gradients of pore size distributions and/or chemistries t \at 
would also be of use in a variety of applications including liqdd 
chromaxography. 

As readily seen in the first passage, the teachings relied upon do not at all apply to a p 3rous tube but, 
rather, a porous "plug" A "plug" is "a piece of material (as wood or alloy) used or ; erving to fill a 
hole: as the piece in a cock that can be turned to regulate the flow of liquid or gas b : an obstructing 
mass of material in a bodily vessel or opening" (online Merriam-Websier Medical D. chonary URL: 
http://www.nirn.nih .^liV/rnedlmeplus/iiiplusdkcuonary^huTii) (printout attached, herct >) As opposed 
to a "plug," a '"tube" is "a hollow, cylindrical body or passage" (online Harcourt: Ai' Dictionary of 
Science and Technology (previously made of record). 

The passage of Frechet at issue does mention the word "tube/ 1 i.e.: 
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In order to obtain different pore sizes and functionalities within one tub ?, a 
plurality of different plugs are used. 

As such, the mentioned "tube" is not the porous structure but, rather, the structure 'within 1 ' which 

the porous structure - the "macroporous polymer plug" - is formed. According to the Frechet 

invention the "tube" is a stationary ''mold" within which material is polymerized to f ;>rm the porous 

"plug" of the invention. As explained in Frechet column 2, lines 45-51 (emphasis itdded): 

The present invention is also directed to a process for making sue i a 
porous polymeric material. In the process, the porous polymeric materiel is 
formed in a mold such as a stationary tube, thereby forming a shaped 
integral body. Most preferably, the body is generally cylindrical and refer 'ed 
to as a plug useful in a separation apparatus, such as a chromatographic 
separation column. 

The second passage relied upon (Frechet column 6, lines 7-25) does not ev;n mention the 
word tube; it does, however, refer to a "porous polymeric material" and a "porous polymer body," 
each of which is identified with the "plug" discussed in Frechet (column 2, lines 45-51, quoted 
above). 

The porous "plug" of Frechet is not analogous to the porous "tube 2" of Josic. What is more, 

there is no teaching or suggestion in either reference that one is interchangeable with the other. The 

PTO cannot take the teachings of Frechet out of context; the teachings of Frechet c; n not be relied 

upon as if they were applic able to any porous structure used in a chromatographic pre :ess, The PTO 

must take into account the fact that Frechet's teachings in connection with "gradients of pore size 

dutributiotis "and such, arc limited to liisited to a solid, plug. 

It is impermissible within the framework of §103 to pick and choose ft ;>m 
any one reference only so much of it as will support a given position, to the 

13 



Received from < 2023935350 > at 9/4103 10:06:27 PM [Eastern Daylight Time] 



4. 2 0 C 3 



'2FM 



JACGB5Cr\. HGLVAf 



\0. 3 9 6 P. 



Attorney Docket No. P65728US0 
Serial No. 09/601,037 

exclusion of other parts necessary to the full appreciation of what such 
reference fairly suggests to one of ordinary skill in the art. 

In re Hedges, 228 USPQ 685, 687 (Fed. Cir. 1986). "One cannot use hindsight reconstruction to 

pick and choose among isolated disclosures in the prior art to deprecate the claimed invention." In 

re Fine, 5 USPQ2d 1596, 1600 (Fed. Cir. 1988). 

The disclosure of Frechet is, also, limited to a gradient distribution from one end to the other 

of an integral body. This teaching, also, must be taken into consideration in the iistant analysis 

under §103(a). Hedges, 228 USPQ at 687. Fine, 5 USPQ2d at 1600, Modifying "ube 2" of Josic 

in this manner would have created a different structure than that presently claim*! in which a 

gradient (if any) would be established in a cross-sectional manner, from the outer surf ice to the inner 

surface. 

Afeyan adds nothing to make up for what is missing in Frechet, In fact, the 1 vord tube does 
not even appear in the reference. 

Accordingly, applicants submit that none of Josic, Frechet, or Afeyan, talen alone or in 
combination, teaches or suggests the "self-supporting structure" of rejected claim 30 (present 
independent claim 43), i.e.: 

• a column-like system with a channel running through the entire system ("a tube ) 

• made up of at least two porous units ("porous component* A and 8 L 

• one unit friction-fit inside the other ("component A fits in component I: 

In this sense, it would appear that the rejection of claim 30 under § 103(a) relies on hindsight 
reconstruction. 
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In the present case, none of the cited references, taken alone or in combination, teaches or 
suggests the overall "tube" structure limitation of the presently claimed inventinn, nor do the 
references teach or suggest effecting the tube structure by coaxially arranging porous tubes in a self- 
supporting manner, as presently claimed. Limitations on the present claims being ne. ther taught nor 
suggested in any of the cited references, obviousness of the present claims is not shown, Royka, 
supra, and withdrawal of the rejections at issue under § 103(a) is in order. 

Moreover, with respect to present "article" claims 53-62, the teachings of the cited references 

are even further removed. Frechet teaches (column 2, lines 36 et seq) 

a porous polymeric material having a porous polymer matrix in the form of an 
integral body with a first end and a second end, said porous polymer matrix having 
a property gradient extending from the first end of the integral body to the sea >nd end 
thereof. The property gradient is generally a pore size distribution gra<lient, a 
chemical composition gradient, or a combination of the two. 

From these teachings it becomes evident that a skilled person would have never conceived of the 
self-supporting structure (of claim 43) disposed in the "housing"of "article'* claims 53-62. Thus, 
present claims 53-62 are independently patentable over the cited references. 
Favorable action is requested. 
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